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DETAILED ACTION 

Response to Arguments 

1 . In view of the appeal brief filed on 06/30/2009, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

/Brian T. Pendleton/ 

Supervisory Patent Examiner, Art Unit 2425 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 1 is rejected under 35 U.S.C. 101 as not falling within one of the 
four statutory categories of invention. While the claim recites a series of steps or 
acts to be performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied 
to a particular machine, or (2) transform underlying subject matter (such as an 
article or material) to a different state or thing. The instant claim is neither 
positively tied to a particular machine that accomplishes the claimed method 
steps, nor does the instant claim transform underlying subject matter, and 
therefore does not qualify as a statutory process. The method including "steps of 
providing a score for programs, providing correlation factors for commercials 
indicating degrees of effectiveness in relation to programs, and providing a metric 
based on the scores and correlation factors for commercials" is broad enough 
that the claim could be completely performed mentally, verbally or without a 
machine, nor is any transformation apparent. 

Claims 2-9 are dependent on claim 1 and are therefore non-statutory. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
PG Pub 2005/0155056 to Knee et al (hereafter referenced as Knee) in view of US 
Patent 7,146,627 to Ismail et al (hereafter referenced as Ismail). 

Regarding claim 1, "a method for selecting personalized commercials" 
reads on the method for targeting advertisements (abstract) disclosed by Knee 
and represented in Fig. 1. 

As to "said method comprising the steps of: providing, for each of a 
plurality of programs, a score indicating a degree of preference of at least one 
user in relation thereto" Knee discloses (H0008, 1J0009, H0027) that the system 
determines user input values for categories, such as sports, science fiction based 
on user input as represented in Fig. 2. Knee further discloses fl|0036 and claim 
19) that each program has a bearing on at least one category. 

As to "providing, for each of a plurality of commercials, respective 
correlation factors indicating respective degrees of effectiveness in relation to 
each of the plurality of programs" Knee discloses (1J0020, U0029-1J0033) tnat tne 
advertisement includes value for categories associated with each advertisement 
as represented in Fig. 2. 

As to "providing, for each of the plurality of commercials, a metric 
indicating a degree of effectiveness in relation to the at least one user based on 
the scores and the respective correlation factors" Knee discloses 0|0028-1|0033, 
U0050) that the advertisement is provided to the user based on the values 
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assigned to categories by user input and the value assigned to the advertisement 
associated with the categories as represented in Fig. 5. 

Knee meets all the limitations of the claim except he does not explicitly 
teach that a score is provided for each program. However, Ismail discloses 
(col. 12, lines 61-66) that the system determines viewer preference based on 
viewer choosing each program with the highest score as represented in Fig. 6. 
Therefore, it would have been obvious to one of the ordinary skills in the art at 
the time of the invention to modify Knee's invention by using score to evaluate a 
viewer's favorite program as taught by Ismail in order to provide valuable 
information about the television viewing habits of the viewer (col.1 , lines 61-62). 

Regarding claim 2, "the method wherein: for each of the plurality of 
commercials, the providing the metric comprises summing, over each of the 
plurality of programs, a product of the score for each of the plurality of programs 
and the correlation factor for each of the plurality of commercials relative to each 
of the plurality of programs" Knee discloses (U0028) that the values of programs 
in categories are compared with preselected values associated with 
advertisement to determine the targeted ads. 

Regarding claim 3, "the method further comprises the step of: selecting at 
least one of the plurality of commercials to provide to the at least one user based 
on its metric" Knee discloses (H0029-1J0033) that the advertisement is displayed 
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to the user based on the determination made by comparing program categories 
with advertisement. 

Regarding claim 4, "the method wherein: for each of the plurality of 
programs, the providing a score indicating a degree of preference of the at least 
one user comprises using a program recommender" Knee discloses (U0009, 
110038) that the user input is provided to determine the values for categories. 

Regarding claim 5, "the method wherein: for each of the plurality of 
commercials, the respective correlation factors are provided by advertisers 
associated therewith" Knee discloses flf0020) that the advertisement information 
includes preselected values for each advertisement assigned to the categories 
are received from main facility (advertisers) as represented in Fig. 1 (element 
36). 

Regarding claim 6, "the method wherein: the programs comprise video 
programs" Knee discloses 010028) that the viewer is watching the ESPN channel. 

Regarding claim 7, "the method wherein: the programs comprise 
television programs" Knee discloses (1J0025) that the user of the set-top box can 
watch/record television programs. 
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Regarding claim 8, "the method wherein: the programs comprise audio 
programs" Knee discloses (1J0020, 1f0025) that the STB receives television 
programs as well as advertisement information that includes audio/video, text 
information. However, Ismail discloses (col. 6, lines 35-37) that the signals 
transmitted to receiver include audio and video programs. In addition, same 
motivation is used as rejection to claim 1 . 

Regarding claim 9, "the method wherein: the programs have audio and 
video portions" Knee discloses (U0025) that the STB receives television 
programs. However, Ismail discloses (col.6, lines 35-37) that the signals 
transmitted to receiver include audio and video programs. In addition, same 
motivation is used as rejection to claim 1 . 

Regarding claim 10, "an apparatus for selecting personalized 
commercials" reads on the system for targeting advertisements (abstract) 
disclosed by Knee and represented in Fig. 1. 

As to "said apparatus comprising: means for providing, for each of a 
plurality of programs, a score indicating a degree of preference of at least one 
user in relation thereto" Knee discloses (U0008, 1J0009, 1J0027) that the system 
determines user input values for categories, such as sports, science fiction based 
on user input as represented in Fig. 2. Knee further discloses (^0036 and claim 
19) that each program has a bearing on at least one category. 
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As to "means for providing, for each of a plurality of commercials, 
respective correlation factors indicating respective degrees of effectiveness in 
relation to each of the plurality of programs" Knee discloses (H0020, 1J0029- 
1J0033) that the advertisement includes value for categories associated with each 
advertisement as represented in Fig. 2. 

As to "means for providing, for each of the plurality of commercials, a 
metric indicating a degree of effectiveness in relation to the at least one user 
based on the scores and the respective correlation factors" Knee discloses 
(1f0028-1f0033, 1[0050) that the advertisement is provided to the user based on 
the values assigned to categories by user input and the value assigned to the 
advertisement associated with the categories as represented in Fig. 5. 

Knee meets all the limitations of the claim except he does not explicitly 
teach that a score is provided for each program. However, Ismail discloses 
(col. 12, lines 61-66) that the system determines viewer preference based on 
viewer choosing each program with the highest score as represented in Fig. 6. 
Therefore, it would have been obvious to one of the ordinary skills in the art at 
the time of the invention to modify Knee's invention by using score to evaluate a 
viewer's favorite program as taught by Ismail in order to provide valuable 
information about the television viewing habits of the viewer (col.1 , lines 61-62). 

Regarding claim 11, "the apparatus wherein: the means for providing the 
metric sums, over each of the plurality of programs, a product of the score for 
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each of the plurality of programs and the correlation factor for each of the 
plurality of commercials relative to each of the plurality of programs" Knee 
discloses (U0028) that the values of programs in categories are compared with 
preselected values associated with advertisement to determine the targeted ads. 

Regarding claim 12, "an apparatus for selecting personalized 
commercials" reads on the system for targeting advertisements (abstract) 
disclosed by Knee and represented in Fig. 1. 

As to "apparatus comprising: a program recommender providing, for each 
of a plurality of programs, a score indicating a degree of preference of at least 
one user in relation thereto" Knee discloses fl[0008, 1J0009, 1J0027) that the 
system determines user input values for categories, such as sports, science 
fiction based on user input as represented in Fig. 2. Knee further discloses 
0J0036 and claim 19) that each program has a bearing on at least one category. 

As to "a commercial classifier providing, for each of a plurality of 
commercials, respective correlation factors indicating respective degrees of 
effectiveness in relation to each of the plurality of programs" Knee discloses 
010020, H0029-H0033) that the advertisement includes value for categories 
associated with each advertisement as represented in Fig. 2. 

As to "a processor providing, for each of the plurality of commercials, a 
metric indicating a degree of effectiveness in relation to the at least one user 
based on the scores and the respective correlation factors" Knee discloses 
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0I0028-1J0033, H0050) that the advertisement is provided to the user based on 
the values assigned to categories by user input and the value assigned to the 
advertisement associated with the categories as represented in Fig. 5. 

Knee meets all the limitations of the claim except he does not explicitly 
teach that a score is provided for each program. However, Ismail discloses 
(col. 12, lines 61-66) that the system determines viewer preference based on 
viewer choosing each program with the highest score as represented in Fig. 6. 
Therefore, it would have been obvious to one of the ordinary skills in the art at 
the time of the invention to modify Knee's invention by using score to evaluate a 
viewer's favorite program as taught by Ismail in order to provide valuable 
information about the television viewing habits of the viewer (col.1 , lines 61-62). 

Regarding claim 13, "the apparatus wherein: the processor provides the 
metric by summing, over each of the plurality of programs, a product of the score 
for each of the plurality of programs and the correlation factor for each of the 
plurality of commercials relative to each of the plurality of programs" Knee 
discloses (U0028) that the values of programs in categories are compared with 
preselected values associated with advertisement to determine the targeted ads. 

Regarding claim 14, "a program storage device tangibly embodying a 
program of instructions executable by a machine to perform a method for 
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selecting personalized commercials" reads on the system for targeting 
advertisements (abstract) disclosed by Knee and represented in Fig. 1 . 

As to "the method comprising: providing, for each of a plurality of 
programs, a score indicating a degree of preference of at least one user in 
relation thereto" Knee discloses fl[0008, 1J0009, 1J0027) that the system 
determines user input values for categories, such as sports, science fiction based 
on user input as represented in Fig. 2. Knee further discloses (1J0036 and claim 
19) that each program has a bearing on at least one category. 

As to "providing, for each of a plurality of commercials, respective 
correlation factors indicating respective degrees of effectiveness in relation to 
each of the plurality of programs" Knee discloses (H0020, H0029-f)033) tn at tn © 
advertisement includes value for categories associated with each advertisement 
as represented in Fig. 2. 

As to "providing, for each of the plurality of commercials, a metric 
indicating a degree of effectiveness in relation to the at least one user based on 
the scores and the respective correlation factors" Knee discloses (U0028-H0033, 
110050) that the advertisement is provided to the user based on the values 
assigned to categories by user input and the value assigned to the advertisement 
associated with the categories as represented in Fig. 5. 

Knee meets all the limitations of the claim except he does not explicitly 
teach that a score is provided for each program. However, Ismail discloses 
(col. 12, lines 61-66) that the system determines viewer preference based on 
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viewer choosing each program with the highest score as represented in Fig. 6. 
Therefore, it would have been obvious to one of the ordinary skills in the art at 
the time of the invention to modify Knee's invention by using score to evaluate a 
viewer's favorite program as taught by Ismail in order to provide valuable 
information about the television viewing habits of the viewer (col.1 , lines 61-62). 

Combination of Knee and Ismail meets all the limitations of the claim 
except "a computer program stored on the storage medium." However, the 
Examiner takes official notice that it was well known in the art at the time of the 
invention to store computer program on computer readable medium. Therefore, 
it would have been obvious to one of ordinary skills in the art at the time of the 
invention to store computer readable program on recorded medium to Knee and 
Ismail's systems would have yielded predictable result of easily installing 
program on the other computer devices. 

Regarding claim 15, "the program storage device wherein the providing 
the metric comprises summing, over each of the plurality of programs, a product 
of the score for each of the plurality of programs and the correlation factor for 
each of the plurality of commercials relative to each of the plurality of programs" 
Knee discloses (U0028) that the values of programs in categories are compared 
with preselected values associated with advertisement to determine the targeted 
ads. 
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Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PINKAL CHOKSHI whose telephone number is (571) 
270-3317. The examiner can normally be reached on Monday-Friday 8 - 5 pm (Alt. 
Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Pendleton can be reached on 571-272-7527. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pinkal Chokshi/ 
Examiner, Art Unit 2425 

/Brian T. Pendleton/ 

Supervisory Patent Examiner, Art Unit 2425 



